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DETAILED ACTION 

Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1 - 9, drawn to a method for creating a new annotation and a new 
annotation record is added to an annotation data store, classified in class 715, 
subclass 512. 

II. Claims 10-22, drawn to a method for carrying forward annotations to a 
data source when the data source is modified and the annotation data stored is 
queried for the annotation that apply to the prior version of the data source, 
classified in class 707, subclass 203. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions as listed in Group I and Group II are related as subcombinations 
disclosed as usable together in a single combination. The subcombinations are distinct 
if they do not overlap in scope and are not obvious variants, and if it is shown that at 
least one subcombination is separately usable. In the instant case, subcombination of 
Group II has separate utility such as the annotation data stored is queried for the 
annotation that apply to the prior version of the data source. 

See MPEP § 806.05(d). 

The examiner has required restriction between subcombinations usable together. 
Where applicant elects a subcombination and claims thereto are subsequently found 
allowable, any claim(s) depending from or otherwise requiring all the limitations of the 
allowable subcombination will be examined for patentability in accordance with 37 CFR 
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1.104. See MPEP § 821.04(a). Applicant is advised that if any claim presented in a 
continuation or divisional application is anticipated by, or includes all the limitations of, a 
claim that is allowable in the present application, such claim may be subject to 
provisional statutory and/or nonstatutory double patenting rejections over the claims of 
the instant application. 

Because these inventions are independent or distinct for the reasons given 
above and there would be a serious burden on the examiner if restriction is not required 
because the inventions have acquired a separate status in the art in view of their 
different classification, restriction for examination purposes as indicated is proper. 

Because these inventions are independent or distinct for the reasons given 
above and there would be a serious burden on the examiner if restriction is not required 
because the inventions require a different field of search (see MPEP § 808.02), 
restriction for examination purposes as indicated is proper. 

Because these inventions are independent or distinct for the reasons given 
above and there would be a serious burden on the examiner if restriction is not required 
because the inventions have acquired a separate status in the art due to their 
recognized divergent subject matter, restriction for examination purposes as indicated is 
proper. 

During a telephone conversation with Stephen Bongini, Reg. No. 40,917 on 18 
September 2006 a provisional election was made without traverse to prosecute the 
invention of Group II, claims 10-22. Affirmation of this election must be made by 
applicant in replying to this Office action. Claims 1 - 9 are withdrawn from further 
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consideration by the examiner, 37 CFR 1.142(b), as being drawn to a non-elected 
invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Claim Objections 

3. Claims 10, 14 and 16 are objected to because of the following informalities: 

In the steps of claims 10, 14 and 16, claiming "generating or retrieving", it is not 

clear as to which portion of the limitation needed to be considered. 
Appropriate correction is required. 



Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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Claims 10-22 are rejected under 35 U.S.C. 102(e) as being anticipated by U.S. 
Patent Application 6,799,298 issued to Arjen deVries et al. (hereinafter "deVries"). 

With respect to claim 10, deVries teaches a method of carrying forward 
annotations to a data source when the data source is modified, each of the annotations 
being stored as an annotation record in an annotation data store(see Figure 7, item 
126), the method comprising the steps of: 

generating a first data source version identifier based on a prior version of the 
data source; generating a second data source version identifier based on a modified 
version of the data source (see Figures 7, 8 and 10; column 15, lines 27 - 34, 61 - 63 
and column 1 6, lines 48 - 58); 

querying the annotation data store for the annotations that apply to the prior 
version of the data source (column 8, lines 20 - 22); and 

adding a new entry into the annotation record of each relevant annotation that is 
returned by the query, the new entry in the annotation record including the second data 
source version identifier and point information indicating coordinates of at least one part 
of the modified version of the data source that this annotation is meant to annotate 
(column 15, lines 10-23 and 61 - 66). 

As to claim 1 1 , filtering the annotations that are returned by the query so as to 
remove any annotation that is not relevant to the modified version of the data source 
(column 19, lines 22 -27). 
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As to claim 12, the filtering step includes the sub-step of determining whether 
each annotation that is returned by the query is relevant or not relevant to the modified 
version of the data source based on the point information stored in the annotation data 
store for that annotation (column 19, lines 22 - 27). 

As to claim 13, the annotation record for each annotation includes an identifier 
list and the text of the annotation, and the identifier list includes one or more list entries, 
each list entry comprising one data source version identifier and point information 
(column 1 6, lines 46 - 58 and column 1 7, lines 7-13). 

As to claim 14, the step of generating a second data source version identifier 
comprises the sub-steps of: using a hashing algorithm to calculate a substantially 
unique hash value for the modified version of the data source; and assigning the hash 
value as the second data source version identifier (column 16, lines 46 - 58). 

As to claim 15, calculating the point information or the modified version of the 
data source from the point information stored in the annotation data store for the prior 
version of the data source (column 16, lines 46 - 58 and column 17, lines 7-13). 

Claims 16 - 19 are essentially the same as claims 10-15 except that it sets 
forth the claimed invention as a computer program product rather than a method and 
rejected for the same reasons as applied hereinabove. 

Claims 20 - 22 are essentially the same as claims 10-15 except that it sets 
forth the claimed invention as a system rather than a method and rejected for the same 
reasons as applied hereinabove. 
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Conclusion 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shahid Al Alam whose telephone number is (571) 272- 
4030. The examiner can normally be reached on Monday-Thursday 8:00 A.M.- 4:00 
P.M.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John E. Breene can be reached on (571) 272-4107. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Shahid Al Alam 
Primary Examiner 
Art Unit 2162 

30 September 2006 



